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DETAILED ACTION 
Claims 

1 . The dependencies of the claims have been renumbered by the examiner in order to reflect 
changes due to the second preliminary amendment (corrected), 

Oath/Declaration 

2. The oath or declaration is defective. A new oath or declaration in compliance with 37 
CFR 1.67(a) identifying this application by application number and filing date is required. See 
MPEP§§ 602.01 and 602.02. 

The oath or declaration is defective because: 

It does not identify the post office address of each inventor. A post office address is an 
address at which an inventor customarily receives his or her mail and may be either a home 
or business address. The post office address should include the ZIP Code designation. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
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has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before the invention 
thereof by the applicant for patent. 

4. Claims 47-51, 55-59, 64-68, 77-83 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kiraly, et al (US Patent 6,088,731). 
As per claim 47, Kiraly, et al discloses: 

placing on a computer network a server that presents web pages.. .(Col. 1, lines 39-42, 
[wherein the Web Site of Kiraly, et al is an accumulation of Web Pages]... 

each web page associated with one of a plurality of works of authorship and with a unique 
work identifier...(Col. 14, line 66-Col. 15, line 5, Col. 15, lines 9-11); 

from a server on the computer network, providing to a client computer on the network 
one of said works of authorship and providing, associated with said work, a hotspot...(Col. 15, 
lines 21-37, [where the tag of Kiraly, et al is the hot spot of the present invention]). 

As per claim 48, Kiraly, et al discloses: 

wherein the hot spot includes an icon representing an action to obtain a license relating to 
the work.. .(Claim 28). 

As per claim 49, Kiraly, et al discloses: 

wherein the work of authorship is a text article.. .(Col. 10, lines 60-62)... 
The following is inherent with Kiraly, et al because any text-based document must have a 
beginning and end to establish the content of the document. In addition, the hot spot, like a link 
or a tag is customizable and therefore can be placed at any point in order to cater to the user's 
needs: 
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having a beginning and an end and the hotspot is located at the end. 
As per claim 50, Kiraly, et al discloses: 

wherein the unique work identifier is a universal resource... (Col. 10, lines 63-64). 
As per claim 51, Kiraly, et al discloses: 

wherein the unique work identifier includes an identifier of the publisher.. .(Col. 15, lines 

17-19). 

As per claim 55, Kiraly, et al discloses: 

wherein each licensing web page includes a hotspot... (Col. 15, lines 14-22, [tag]). 
As per claims 56, 64, Kiraly, et al discloses: 

wherein the computer network comprises t he global computer network.. .(Abstract, lines 
1-2, [Internet]). 

As per claims 57, 77, Kiraly, et al discloses: 

placing on a computer network a server that presents web pages.. .(Col. 1, lines 39-42, 
[wherein the Web Site of Kiraly, et al is an accumulation of Web Pages]; 

receiving at the server from one of said client computers... an acceptance... /a receiving 
component.. .(Col. 15, lines 10-11, and line 14); 

in response to receiving the acceptance, creating on a server on the computer network a 
record associated with said accepted license. ../a licensing record component... (Col. 15, lines 15- 
25); 
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providing to said client computer said unique license identifier... (Col. 15, lines 18-19, 

» 

[here, the licensee is working from a personal/local computer which is classified as a client, see 
col. 11, lines 7-10]). 

a database component.. .Col. 15, lines 19-25); 

As per claim 58, the following is inherent with Kiraly, et al because licensed documents 
are identified as numbers in order to distinguish them apart and to also determine how early the 
document was licensed, e.g. the smaller the number, the earlier the license was issued: 

wherein the license identifier comprises a number. 

As per claim 59, Kiraly, et al discloses: 

wherein the record on the server is accessible by a client computer in the form of a web 
page presenting terms.. .(Col. 15, lines 6-12 and lines 29-35). 
As per claims 65, 81, Kiraly, et al discloses: 

generating on the server system a record. ../a code generation... /a licensing terms 
record.. .(Col. 15, lines 17-21); 

providing the identifier from the server system to the client system... /a transmission 
component.. .(col. 15, lines 29-35). 
The following is inherent with Kiraly, et al's system: 

receiving on a server system form a client system publisher account information.. ./a 
receiving component... (Col. 15, lines 20-21, [since the intelligent assistant is adding the licensee 
information, it is inherent that this information was received]). 
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As per claim 66, Kiraly, et al discloses: 

wherein the subsequently published work of authorship comprises content embodied in a 
web page, the identifier is part of the web page. ..(Col. 15, lines 17-19, and lines 38-47, Col. 10, 
lines 63-64). 

As per claim 67, the following is inherent with Kiraly, et al: 

wherein the uniform resource locator is activated by a click on a hot spot.. .(Col. 15, line 
21-37, Col. 10, lines 60-64]). 

As per claim 68, Kiraly, et al discloses: 

wherein the client system and the server system communicate via the global computer 
network.. .(Col. 15, lines 42-61). 

As per claim 78, Kiraly, et al discloses: 

wherein each of the plurality of user corresponds to a client system... (Col. 11, lines 7-10). 
As per claim 79, Kiraly, et al discloses: 

wherein each unique license identifier comprises one of or both of: a visual representation 
conveying information... web browser... (Col. 15, lines 38-51, and Col. 1, lines 45-550. 
As per claim 80, Kiraly, et al discloses: 

wherein each record comprises a mark up language. ..(Col. 11, lines 18-20). 
As per claim 82, Kiraly, et al discloses: 

wherein the work of authorship comprises content embodied in a web page.. .(Col. 15, 
lines 21-37 and Col. 10, lines 60-64). 
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As per claim 83, Kiraly, et al discloses: 

wherein each licensing terms record comprises markup language. ..(Col. 10, lines 60-64). 

5. Claim 72, 76 are rejected under 35 U.S.C. 102(e) as being anticipated by Stefik, et al (US 
Patent 5,629,980). 

As per claim 72, Stefik, et al discloses: 

a registration component that receives registration information.. .(Col. 27, lines 43-57); 

a clearance component.. .(Col. 28, lines 32-63, Stefik, et al discloses the clearance code 
through the transmittal of the nonce to repository-2 (See col. 28, lines 57-59 [this indication 
constitutes a clearance code]). 

As per claim 76, Stefik, et al discloses: 

wherein the registration and clearance components communicate. ..over the global. ..(Col. 
1, lines 25-28) 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 52, 61, 62, 63, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kiraly, et al (US Patent 6,088,731), and further in view of Clearwater (US Patent 5,530,520). 
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As per claims 52, 63, Kiraly, et al discloses that licensee information is disclosed on the 
web site/page in Col. 15, lines 20-21, but fails to disclose the following, however Clearwater 
discloses: 

a name of an author... (Col. 5, lines 4-6); 
It would have been obvious to one of ordinary skill in the art for the name of an author to be 
disclosed on a licensing web page because the name of an author is a necessary part which makes 
up the licensing information. It allows further identification of licensing documents. 

As pr claims 61, 62, Kiraly, et al discloses that licensee information is accessed by the 
intelligent assistant, however fails to specifically disclose the following, however Clearwater 
discloses: 

solicits. ..a name.. .an address. ..(Col. 5, lines 4-6); 

It would have been obvious to one of ordinary skill in the art for the name and address of 
an author to be solicited, recorded and sent as a message because this information is essential for 
the identification and retrieval of the licensed documents. 

8. Claim 53 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kiraly, et al (US 
Patent 6,088,731), and further in view of Shear, et al (US Patent 6,1 12,181). 

As per claim 53, Kiraly, et al discloses that licensee information is disclosed on the web 
site/page in Col. 15, lines 20-21, but fails to disclose the following, however Shear, et al discloses: 

wherein each licensing web page includes a field in which a type of permission... (Figs 
37(A)-37(C), Col. 50, lines 16-23, [right ID field]); 
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It would have been obvious to one of ordinary skill in the art for each licensing web page to 
include a field in which a type of permission can be selected in order to regulate the types and 
amounts of information that a user can access. 

9. Claim 54 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kiraly, et al (US 
Patent 6,088,731), and further in view of Stefik, et al (US Patent 5,629,980). 

As per claim 54, Kiraly, et al discloses that licensee information is disclosed on the web 
site/page in Col. 15, lines 20-21, but fails to disclose the following, however Stefik, et al 
discloses: 

wherein the work of authorship is a text article and the associated licensing web page 
includes a field in which a portion of the article to be used can be specified... (Col. 39, lines 19- 
25). 

It would have been obvious to one of ordinary skill in the art for the work of authorship to 
be a text article and the associated licensing web page to include a field in which a portion of the 
article to be used can be specified in order to regulate the types and amounts of information that a 
user can access. 

10. Claims 60, 69-71 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kiraly, 
et al (US Patent 6,088,731), and further in view of Shi, et al (US Patent 5,875,296). 

As per claim 60, Kiraly, et al fails to teach the following, however Shi, et al discloses: 
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further comprising the step of the server receiving from a client computer said unique 
license identifier and using said unique license identifier to find the record... (Abstract, lines 14-22). 
It would have been obvious to one of ordinary skill in the art for the server to receive from a 
client computer a unique license identifier and using the unique license identifier to find the record 
because this identifier is unique only to a particular record. Using this identifier would ensure the 
validity of the retrieved record. 

As per claim 69, Kiraly, et al discloses: 

generating on the server system an identifier.. .(Col. 15, lines 17-19); 

generating on the server system a record.. .(Col. 15, lines 19-21); 

supplying information from a second client system to the server system to specify the 
desired license. ..(Col. 15, lines 6-9); 

on the server system, receiving from the second client system an acceptance of the 
terms.. .(Col. 15, lines 9-1 1 and line 14). 

Kiraly, et al fails to teach the following, however Shi, et al discloses: 

sending the identifier from the server system to the first client system... (Abstract, lines 10- 

12). 

including the identifier in subsequently published copies of the works.. .(Col. 3, lines 37- 

42); 

using the identifier on a second client system to access the record... (Abstract, lines 4-22); 
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It would have been obvious to one of ordinary skill in the art to include the steps of sending the 
identifier from the server system to the first client system, the identifier providing information that 
enables access to the terms for licensing on the server system, including the identifier in 
subsequently published copies of the works of authorship so that a person viewing one of the 
works may access the terms for licensing the work on the server system and using the identifier on 
a second client system to access the record on the server system containing the terms for licensing 
in order to guarantee that correct, valid license documents are being accessed and processed. 

The following is inherent with Kiraly, et al's system because since Kiraly, et al discloses in 
Col. 15, lines 20-21, that the intelligent assistant is adding the licensee information, it is inherent 
that this information was received: 

receiving on a server system from a first client system publisher account information... 

As per claim 70, Kiraly, et al discloses: 

wherein the work of authorship comprises content embodied in a web page and the 
identifier included in the web page. ..(Col. 15, lines 17-19, lines 38-47 and Col. 10, lines 63-64). 
As per claim 71, Kiraly, et al discloses: 

wherein the uniform resource locator is activated by a click on a hot spot.. ..(Col. 15, line 
21-37, Col. 10, lines 60-64]). 

11. Claims 73, 74 are rejected under 35 U.S.C. 103(a) as being unpatentable over Stefik, et al 
(US Patent 5,629,980) and further in view of Kiraly, et al (US Patent 6,088,73 1). ^ 
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As per claims 73, 74, Stefik, et al fails to teach the following, however Kiraly, et al 
discloses: 

wherein the request received by the clearance component from the second client system 
comprises a request from a web browser... wherein the clearance component further provides 
along with the clearance code a copy of the work.. .(Col. 15, lines 38-51, [wherein a copy of the 
work is analogous to use services of Kiraly, et al]). 

It would have been obvious to one of ordinary skill in the art to receive a request by the clearance 
component from a client system via a web browser and generating the request from a publisher 
code in order to guarantee the wide area access of and retrieval of valid licenced documents. 
12. Claim 75 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stefik, et al (US 
Patent 5,629,980), and further in view of Shi, et al (US Patent 5,875,296). 

As per claim 75, Stefik, et al discloses a clearance code through the transmittal of the 
nonce to repository-2 (See col. 28, lines 57-59 [this indication constitutes a clearance code], but 
fails to tach the following, however Shi, et al discloses: 

wherein each license record is accessible from a client computer as a web page 
corresponding to the clearance code... (Abstract , lines 14-22). 

It would have been obvious to one of ordinary skill in the art for each license record to be 
accessible from a client computer as a web page corresponding to the clearance code in order to 
ensure the validity of the displayed licensed document. 
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Conclusion 



13. An inquiry concerning this communication or earlier communications from the examiner 
should be directed to Akiba Robinson-Boyce whose telephone number is (703) 305-1340. The 
examiner can normally be reached on Monday-Friday from 6:30 AM-3:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 

Tariq Hafiz, can be reached on (703) 305-9643. The fax phone number for the organization where 

this application or proceeding is assigned is (703) 305-3988. 

An inquiry of a general nature or relating to the status of this application proceeding should 
be directed to the receptionist whose telephone number is (703) 305-3900. 

Akiba Robinson-Boyce 
Patent Examiner 
Group Art Unit 2163 



January 25, 2002 




